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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of claims 1-3 in the reply filed on 10/08/2009 
is acknowledged. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-3 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "the first step" in line 14. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 1 recites the limitation "the second step" in line 16. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 1 recites the limitation "the third step" in line 21 . There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 2 recites the limitation "the first step" in line 15. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 2 recites the limitation "the second step" in line 17. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 2 recites the limitation "the third step" in line 23. There is insufficient 
antecedent basis for this limitation in the claim. 
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Claim 3 recites the limitation "the corner portion" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 3 recites the limitation "the side face" in line 6. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Objections 

Claim 2 is objected to because of the following informalities: In line 2, "throttle 
body of the throttle body" should be changed to —throttle body, the throttle body—. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by SIAM 
(GB655467). 

1 . SIAM teaches a method of assembling a gasket, the gasket is fitted into a groove 
formed in the face of a member and confronting another member (see Figure 3), the 
gasket being compressed between two members, the gasket being formed into a 
generally pentagonal shape having two inclined faces forming a section of an angle 
shape and a leading end of a round section and a bottom face in contact with the 
groove, comprising: 
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a first step of fitting the gasket body in the fitting groove (see Figure 3 and page 2 
lines 70-76); 

a second step of bringing the leading end of the two inclined faces into contact 
with only the close contact face of the other member (see Figure 3 and page 2 lines 99- 
117); and 

a third step of assembling the two members having the gasket body fitted therein, 
wherein the leading end is in sliding contact with the close contact face (see Figure 8 
and page 3 lines 2-25, where it discloses the gasket being in sliding contact with the 
other member and deforming sideways into the by the relative movement of the two 
members). 

Note that the preamble language directed to the two members being oblique is not 
accorded patentable weight because the body of the claim does not depend on the 
preamble for completeness, but the structural limitations are able to stand alone. See In 
re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 
152, 88 USPQ 478, 481 (CCPA 1951)). The body of the claim does not require a 
certain structure for the two mating members, and therefore no weight is given to the 
limitation in the preamble pertaining to the structure. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 2 and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Suzuki (JP10103089) in view of SIAM (GB655467). 

2. Suzuki teaches a method of assembling a gasket (8), which is fitted into a fitting 
groove formed in the face of a throttle body (3) (see Figure 1), the throttle body and an 
intake manifold (4) having confronting faces (see Figure 1), and the gasket is 
compressed when the throttle body is assembled with the intake manifold (see Figure 
1), where the faces are oblique (see the confronting faces at 16, which is parallel to 
member 3b and is clearly oblique as compared to the straight line shown in 3a) and 
provides a seal, the method comprising: 

fitting the gasket (8) into a fitting groove (see Figure 1), the gasket (8) being in sliding 
contact with the intake manifold (4) (see Figure 1). 
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Suzuki fails to teach the gasket (8) having a generally pentagonal shape having two 
inclined faces and a leading end in close contact with the intake manifold then in sliding 
contact with the intake manifold. 

SIAM teaches a method of assembling a gasket, the gasket being formed into a 
generally pentagonal shape having two inclined faces forming a section of an angle 
shape and a leading end of a round section and a bottom face in contact with the 
groove, wherein the gasket body is fitted in a groove (see Figure 3 and page 2 lines 70- 
76), where the leading end of the two inclined faces into contact with only the close 
contact face of the other member (see Figure 3 and page 2 lines 99-117) and wherein 
the leading end is in sliding contact with the close contact face (see Figure 8 and page 3 
lines 2-25, where it discloses the gasket being in sliding contact with the other member 
and deforming sideways into the by the relative movement of the two members). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have used a pentagonal shaped gasket onto the intake manifold of Suzuki, 
as taught by SIAM, because it allows for slight deformation of the gasket to provide a 
strong, reliable high pressure seal (see SIAM page 1 lines 11-27). 
Furthermore, it would have been obvious to assemble the gasket by close contact then 
sliding contact with the intake manifold, as taught by SIAM, because it allows for 
gradual building of pressure and to allow for a slight distortion to improve its sealing 
properties (see SIAM page 3 lines 2-33). 
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3. Suzuki/SIAM teach the method of claim 2 wherein a corner portion of the generally 
pentagonal section is located on the downstream side in the direction of relative 
movement of the intake manifold (see Suzuki Figure 1) and a side face between the 
corner portion and the bottom face make close contact with the groove side wall of the 
fitting groove (see SIAM Figure 4). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALEXANDER P. TAOUSAKIS whose telephone number 
is (571)272-3497. The examiner can normally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Bryant can be reached on (571 ) 272-4526. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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